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REMARKS 

Claims 1-5 and 7-20 are pending in this application. By this Amendment, claim 1 is 
amended and claim 6 is canceled without prejudice to or disclaimer of the subject matter set 
forth therein. Support for the amendments to claim 1 can be found in the specification as 
originally filed, for example, at page 8, lines 17-23; and in original claims 1 and 6. In 
addition, the specification is amended to correct a minor typographical error. No new matter 
is added by these amendments. 

I. Objections to the Specification 

The Office Action objects to informalities in the specification. Specifically, the 

Office Action objects to the disclosure because of spelling errors. While Applicants do not 
necessarily agree with the objection, the specification is amended herein to correct the minor 
typographical error at page 18, line 4, as identified by the Office Action. Accordingly, 
reconsideration and withdrawal of the objection are respectfully requested. 

II. Rejection Under 35 U.S.C. §103 

The Office Action rejects claims 1-20 under 35 U.S.C. § 103(a) over U.S. Patent 

No. 6,066,421 to Julien et al., in view of U.S. Patent No. 6,1 14,077 to Voets et al., U.S. 
Patent No. 5,866,286 to Christy et al. and U.S. Patent No. 5,897,239 to Caruthers et al. 
Applicants respectfully traverse this rejection with respect to claims 1-5 and 7-20, claim 6 
having been canceled by this Amendment. 

Independent claim 1 sets forth, in pertinent part, an "electrophotographic color toner 
comprising: a white toner; and a chromatic color toner, wherein: the white toner and the 
chromatic color toner each includes a colorant, a binder resin, and an additive; ... the additive 
of the white toner is electrically conductive fine particles; and the electrically conductive 
particles have electrical resistivity in a range of from 1 Q cm to 100 fi-cm." Claims 2-5 and 
7-20 depend, directly or indirectly, from claim 1 and include all of the limitations thereof. 
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Specifically, the toner of claim 1, and its dependent claims, includes a white toner 
component that itself includes electrically conductive fine particles as additives. These 
electrically conductive particles have an electrical resistivity of from 1 Qcm to 100 Qcm. 
By including particles with electrical resistivities in the claimed range as additives to the 
white toner, problems relating to print color variation in continuous printing can be solved. In 
particular, when the electrical resistivity of the electrically conductive additive particles is 
below the claimed range of from 1 Qxm to 100 Q cm, the toner cannot maintain a sufficient 
specific charge because the surface resistance becomes too low and fogging occurs. See 
Specification, page 8, line 24 - page 9, line 2; page 15, lines 5-8. When the electrical 
resistivity of the electrically conductive additive particles is higher than the claimed range, 
sufficient electrical conductivity cannot be obtained if the electrical resistivity of the 
electrically conductive additive particles is above the claimed range. See Specification, 
page 9, lines 2-4. In addition, the concentration of additive particles must be increased to 
20% or more when the resistivity of the additive particles is higher than 100 Qxm, which 
causes cloudy toner color and prevents formation of high-saturation print images. See 
Specification, page 15, lines 9-14. 

In contrast, the cited references do not teach or disclose an electrophotographic color 
toner that includes a white toner having as an additive electrically conductive particles of the 
claimed resistivities, or the advantages of the claimed range of electrical resistivities. For 
example, neither Julien nor Caruthers include any teachings or suggestions regarding the 
electrical resistivites of their toners or toner additives. See generally Julien; Caruthers. 

Voets teaches that its non-magnetic toner particles can include a resistivity lowering 
substance that is capable of lowering the toner resin's volume resistivity by at least a factor of 
3.3 when present as 5% by weight of the resin. See Voets, col. 6, lines 3-1 1 . However, Voets 
does not include any teachings regarding the volume resistivities of its toner resins or the 
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electrical resistivities of the "resistivity lowering substances." Voets does not teach or 
suggest electrically conductive particles have an electrical resistivity in the specific range of 
from 1 Qxm to 100 fixm, nor does Voets suggest the benefits of white toner particles 
including additives having such a range of electrical resistivities. Thus, Voets, like Julien and 
Caruthers, does not teach or suggest disclose an electrophotographic color toner that includes 
a white toner having as an additive electrically conductive particles of the claimed 
resistivities, or the advantages of the claimed range of electrical resistivities. 

The Christy reference teaches that the resistivity of its color toner powders is greater 
than 10 12 tt cm. See Christy, col. 2, lines 20-22; col. 4, lines 33-37. The resistivity restriction 
is well above the range set forth in claim 1, and Christy contains no other teachings or 
suggestions relating to electrical resistivities. Thus, Christy, like Julien, Caruthers and Voets, 
does not teach or suggest disclose an electrophotographic color toner that includes a white 
toner having as an additive electrically conductive particles of the claimed resistivities, or the 
advantages of the claimed range of electrical resistivities. 

Still further, no combination of the cited references provides any suggestion of the 
benefits to image formation that arise from an electrophotographic color toner including a 
white toner having an additive of electrically conductive fine particles that have electrical 
resistivity in a range of from 1 Q cm to 100 fixm, as set forth in claim 1 . The claimed 
resistivity range for the electrically conductive fine particles can overcome problems relating 
to print color variation in continuous printing, as discussed above. 

In addition, the Office Action does not establish a prima facie case of obviousness. In 
order to establish a prima facie case of obviousness, all claim limitations must be taught or 
suggested by the cited references. However, the Office Action rejects all of the pending 
claims under §103, but fails include detailed grounds of rejection of all of the claims. In 
particular, the Office Action does not address limitations in the dependent claims to various 
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parameters not mentioned in the rejection. Thus, it is respectfully submitted that the Office 
Action does not set forth a case for prima facie obviousness. 

For at least the reasons set forth above, claims 1-5 and 7-20 are patentable over the 
cited references, individually and in combination. Accordingly, Applicants respectfully 
request reconsideration and withdrawal of the rejection. 

III. Conclusion 

In view of the foregoing, it is respectfully submitted that this application is in 

condition for allowance. Favorable reconsideration and prompt allowance of claims 1 -5 and 
7-20 are earnestly solicited. 

Should the Examiner believe that anything further would be desirable in order to place 
this application in even better condition for allowance, the Examiner is invited to contact the 
undersigned at the telephone number set forth below. 



Respectfully submitted, 



James A. Oliff 
Registration No. 27,075 




Julie M. Seaman 
Registration No. 51,156 
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